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DETAILED ACTION 
Claim Objections 

Claim 2 is objected to because of tlie following infomnalities: line 1, "Security 
document as claimed in claim 2" should be - Security document as claimed in claim 1--. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fonms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rancien et al (US Pub 2003/0168514) in view of Friedman (US 6127938). 

As to claim 1, referring to Fig. 1-2, Rancien et al disclosed a document having a 
RFID (i.e. transponder) comprising a chip 31 (i.e. electronic module) and an antenna 32 
to communicate to a reader (0058, line 5). 

Rancien et al did not disclose a passive masking element. However, it is known 
in the art to provide a shielding (Or masking) for a transponder in order to prevent 
unauthorized access. Referring to Fig. 6-7, Friedman teaches an adjustable shield 64 
for a transponder 10. When shielding member 64 is in the position shown in FIG. 6, it 
will prevent communication between the transponder 10 and an externally located 
interrogator. Conversely, when the shielding member 62 is manually moved to the 
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position shown in FIG. 7, it will no longer block the transmission of the vehicle 
identification signal between transponder 1 0 and the external interrogator (col. 5, line 6- 
12). 

Therefore, it would have been obvious to one of ordinary skills in the art at the 
time of the invention to incorporate a mask in Rancien's document in order to provide 
protection against unauthorized access. 

Claims 2-3, 6, 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rancien et al in view of Friedman, further in view of Adams et ai (US 7106196). 

As to claim 2-3, Friedman did not teach that masking element comprises a thin 
metallic layer of a given form. However, it is known in the art that masking is made of 
thin metallic layer. Referring to Fig. 1-2, Adams et al teach a thin layer metallic layer of 
shielding (col. 2, line 16). Further, one of ordinary skills in the art clearly recognizes that 
as long as the mask matches the form of the antenna, it will shield the transmission. 
Therefore, it would have been obvious to one of ordinary skills in the art at the time of 
the invention to incorporate a thin metallic layer as the mask in Rancien's document in 
order to mask the transmission. 

As to claim 6, Adams et al teach that an RF interfering or absorbing surface 
treatment for a RFID device may be ... printed inks using silk screen printing technology 
or other printing methods (col. 2, line 10-15). 
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As to claim 9, Adams et al teach as shown in FIG. 1 , the pattern of deposition 
may be in a screen fomiat (i.e. lossy), for example, pattern of dots 10 across surface 
20 of the label. Alternatively, the pattern of deposition may be in a grid format. 

As to claim 10, It is well known in the art that ferrite composite is used as 
shielding material. 

Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ranclen et al in view of Friedman, further in view of Adams et al, further in view of 
D'hont (US 5557279). 

As to claim 4-5, Friedman or Adams et al did not teach that the thin layer is an 
aluminum sheet. However, it is known in the art to use aluminum sheet as mask. D'hont 
teaches a transponder shield comprising an aluminum metal sheet (Claim 2). Therefore, 
it would have been obvious to one of ordinary skills in the art at the time of the invention 
to incorporate a thin aluminum sheet as the mask in Rancien's document since it is 
known in the art. 

As to claim 7-8, one of ordinary skills In the art readily recognizes that one way to 
attach the thin layer, such as aluminum sheet, is to glue to other part of the document, 
i.e. other pages. 

As to claim 1 1-14, referring to Fig. 1-2, Rancien et al disclosed a passport 10 
with as a front cover 20, a back cover 22, a fold 21 (i.e. interlined elements) and sheets 
1 1 . One of ordinary skills In the readily recognizes that the back cover or sheets may be 
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used as shied such that when the passport is closed it will not be able to communicate 
with the reader. 

Claims15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rancien et al in view of Friedman, further in view of Adams et al, further in view of 
D'hont, further in view of Petsinger (US 6121544). 

As to claim 15-16, Rancien et al or Friedman did not disclose a card and a 
protective case. However, it is known in the art to have a RFID card with a protective 
case. Referring to Fig. 1-2, Petsinger teaches electromagnetic shield to a contactless 
smartcards comprising a two shell 40 with shielding material 42 and a smartcard 46 (i.e. 
transponder). Fig 2 shows the fully assembled cardholder with the contactless 
smartcard 44 fully inserted into the magnetic shielding material 42 sandwiched between 
the two plastic reinforcing shells 40 (i.e. recess) (col. 8, line 20-23). Furthermore, one of 
ordinary skills in the readily recognizes one way to make the case open is to use a 
hinge, like cigarette case for easy access. Therefore, it would have been obvious to one 
of ordinary skills in the art at the time of the invention have a transponder card and a 
protective case with hinge for easy access and shielding. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hongmin Fan whose telephone number is 571-272- 
2784. The examiner can normally be reached on Monday - Friday, 8:00 am - 4:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffery Hofsass can be reached on 571-272-2981. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
HF 

DAVETTAWL00IN8 
PRIMARY EXAMINER 



